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TH'S OPI NI ON WAS NOT' WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |l aw journal and
(2) is not binding precedent of the Board.

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte PAUL C. HECKEL
and CHARLES H CLANTO\

Appeal No. 96-1928
Application 07/504, 6792

ON BRI EF

Bef ore THOVAS, KRASS and MARTIN, Adninistrative Patent Judges.

THOMAS, Adm ni strative Patent Judge.

DECI S| ON ON APPEAL

! In accordance with the exam ner's footnote at the bottom of the first
page of the Examiner's Answer dated April 28, 1995, the inventorship of this
rei ssue application has been changed.

2 Application for patent filed April 4, 1990, for Reissue of Patent No.
4,736,308, granted April 5, 1988; based on Application 06/754,512, filed July
10, 1985, which, according to appellants, is a continuation-in-part of
Application 06/647,649, filed Septenber 6, 1984, now abandoned
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Appel | ants have appealed to the Board fromthe exanm ner's
final rejection of what appears to us to be clains 1-3, 5-7,
9, 12, 13, 15, 16, 18, 20, 23, 24, 26, 27, 33, 43, 54, 55, 71,
72, 75, 76, 79-91, 95, 98-117, and 120-142, 144, 145 and 147-
158.

Representative claim95 is reproduced bel ow

95. 1n a process executed in a conputer with a data
di splay screen and strings of al phanuneric characters stored
in one or nore files, a nmethod for displaying the strings in
an area of the data display screen allocated to the process
for display, said allocated area containing a first display
area conprised of a plurality of lines, each said string
having a plurality of fields of al phanuneric characters,
conprising the steps of:

(a) fetching first and second strings fromsaid one or
nore files:;

(b) sinultaneously displaying on the data display screen
portions of a plurality of preselected fields of the first
string at a specified position on said lines so that portions
of a plurality of fields are displayed on one line of the
first display area, further wherein only one instance of each
portion of a field is displayed within said first display area
of the allocated area and portions of preselected fields of
the second string within a second display area within the
all ocated area wherein at | east one character is renoved from
one of said fields of the first string to generate one of said
portions of the first string and,

(c) in response to input froman input device displaying
within said allocated display area all of the characters of
said field fromwhich a character was renoved whil e
nmai ntaining the display of at | east sone portions of said
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first and second string displayed in the sane positions as
di splayed in step (b).

The follow ng references are relied on by the exam ner:

Heckel 4, 486, 857 Dec. 4,
1984

(filed Cct. 6, 1982)
Vincent et al. (Vincent) 4,645, 238 Feb
24, 1987

(filed Apr. 21, 1983)
Li saLi st Manual , Apple Computer, Inc. ( Copyri ght
1983)

I n accordance with the suppl enental exam ner's answer,
Paper No. 53, dated March 6, 1996, and the additiona
communi cation fromthe examner identified as Paper No. 64,
dated June 16, 1998, any and all outstanding rejections under
35 U S.C 8§ 251 of the clains on appeal have been w t hdrawn by
t he exam ner.

O those clains |isted earlier in this opinion believed
by us to be the clains on appeal, the exam ner has set forth
rejections of each of themunder 35 U.S.C. § 103. The
exam ner considers the follow ng clains obvious in |ight of
the teachings of Vincent and Heckel: clains 1, 2, 6, 12, 15,
16, 18, 20, 23, 24, 27, 75, 81, 95, 98, 99, 102, 103, 104,

105, 111-113, 120, 121, 141 and 142. To reject the follow ng
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clainms the exam ner adds to this basic conbination of
references Lisalist:

clainms 3, 5, 7, 9, 13, 26, 33, 43, 54, 55, 71, 72, 76, 79, 80,
82, 83, 85-91, 100, 101, 106-110, 114-117, 123-127, 128-140,
144, 145, 147-158. These rejections are set forth at page 3
of the initial examner's answer dated April 28, 1995. As to
the second rejection, the exam ner does not explicitly include
here a rejection of claim 122, although it is expressed at
page 7 of answer. The bottom of page 10 of this answer
reveals the examner's intent to reject clains 79-91 under 35
US. C 8§ 103 including clains 84, 87, 88, 89 and 90, although
it 1s not clear under which rejection of the stated rejections
the examiner intends to reject these latter clains. |In any

event, based upon our decision, this question is noot.

Rat her than repeat the positions of the appellants and
the examiner, reference is made to the briefs and the answers
for the respective details thereof.

OPI NI ON
Cenerally for the reasons expressed by appellants in the

initial portions of the brief and reply brief dealing with the
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conbinability issue of the two ngjor references, Vincent and
Heckel , and excl udi ng the reasoni ng advanced by appellants
that Vincent teaches away fromthe conbi nation, we reverse the
examner's initial stated rejection under 35 U.S.C. 8§ 103 and,
as such, the second stated rejection under 35 U.S.C. § 103

i nvol ving LisaList to reject additional clains.

From our detail ed study of Vincent and Heckel, we find
oursel ves in general agreenment with these assertions nmade by
appellants in the brief and reply brief respectively:

The Examner's prima facie case is defective.

The Exam ner asserts w thout basis that Vincent not

being able to selectively expand fields is a

limtation of Vincent. Vincent nmakes no suggesti on

that this is a limtation and the Exam ner provides

no basis to suggest it is. As Vincent has the

capability with its Day Screen to expand and di spl ay

in full all fields sinultaneously, there is no there
is no [sic] notivation to selectively expand fields.

When considered as a whol e, Vincent teaches the non-
selectively expanding the display field.
Specifically, it teaches the Day Screen (Fig. 2)

whi ch sinul taneously displays all of the fields in
full including those conpressed down to a single
character and the NOTE field which may only be
“partially” shown.

Thus Vincent's solution to the problem of show ng
conpressed fields is to display all fields at once.
Vincent's solution is a different solution to a
different field expansions problemfromthat taught
in the 857 patent. The Exam ner asserts w thout
any basis that Vincent has a |imtation which which
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[sic] requires selectively expanding the fields.
The Exam ner never says why sel ective expansion is
desirable or what problemit solves that is not

al ready solved by Vincent's Day Screen display of
all fields fully expanded. Vincent's solution
appears to work fine and be conplete. [Principa
Brief on appeal, February 15, 1995, pages 13-14].

In fact, the conbinati on does nmeke the system
nore conpl ex, but does not sol ve any probl emthat
Vi ncent recogni zed. The problemthat Vincent states
he is solving is to automatically generate the
nont h- at - a- gl ance screens fromthe day screen
wi t hout the user having to enter the information
tw ce. Appellant cannot find anywhere that Vincent
suggests the issue addressed by Heckel 857 -- the
ability to display a single record containing nore
characters than can be displayed on a display screen
at one tinme -- is a problem It appears that the
Exam ner wi th hindsight has manufactured a probl em
that does occur in Vincent to justify the
conbi nation. Indeed, Vincent states this as a
virtue of their invention is that “The advant ages of
t hese advances are that screen size does not have to
be increased” (Vincent: col. 2, lines 32-33).
Lacki ng a recogni zed problem there is no incentive
to conmbine. [Reply Brief, July 3, 1995, pages
3 and 4].

Taki ng representative claim95 as an exanple, the
exam ner, at page 4 of the initial answer of April 28, 1995,
i ndicates that Vincent fails to teach certain aspects of this
claim The exam ner nmakes reference to columm 1, l|ines 47-67

of Vincent allegedly isolating various deficiencies in this
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reference. The examiner's view as to this colum 1 portion of
Vincent, as expressed at page 12 of this answer as well as
pages 2 and 3 of the supplenental answer dated Novenber 30,
1995, asserts that Vincent explicitly states that sw tching
the nonth screen to the day screen to see the m ssing
information is not efficient. The examner's reasoning in
bot h answers appears to assert that Vincent fails to
conpletely solve the problemby failing to address the
situation when the length of the note information, apparently
in the nonth display screen in Figure 1 of Vincent, is |onger
than the note display field as a basis for asserting that
Heckel ' s teachi ngs woul d have renedi ed this deficiency.

We do not agree with this reasoning process of the
exam ner.
I ndeed, columm 1 background assessnent identified by the
exam ner in Vincent is Vincent's assessnent of the prior art
to him whereupon the disclosure in Vincent's patent appears
to us to be directed at curing any known problens to him W
do not regard Vincent's discussion in the witten description
portion of his patent as indicating that any deficiencies
remai n or any unsol ved probl ens remai n anong those he has
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chosen to provide solutions to his own assessnent of the prior
art to him The exam ner's argunentative approach appears to
be a cl oak for prohibited hindsight analysis. W are in basic
agreenent therefore with appellants' earlier noted assessnent
of Vincent's teachings and showi ngs alone. W reach a simlar
conclusion with respect to the examner's statenent of the
rejection of the other independent clains in other pages of
the principal exam ner's answer.

The principal focus of Vincent is cal endaring, not
generic data structures, as in Heckel, even though Vincent
does teach data structures for annotating daily and nonthly
cal endaring of events. Even if Vincent were found by the
artisan to have been deficient in sone way or woul d have found
it desirable to nodify Vincent in sone way, a nore sinplified
and di rect approach woul d have been nore obvious to us than
the hi ndsight analysis proffered by the examner to rely upon
Heckel ' s teachi ngs and suggestions. |If, as asserted by the
exam ner, Vincent fails to conpletely solve problens stated by
himw th respect to the prior art to himby failing to address
the situation when the I ength of the note on the nonth
cal endar is longer than the note display field, and even if
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such were independently realized by the artisan with respect
to Vincent's own teachings and suggestions, we find that it
woul d have been obvious to the artisan to have utilized
smaller print or snmaller size day boxes in the nonth cal endar
or abbreviations for the note data in an effort to accomodate
the note field at the bottom of the cal endari ng page and
expand it to include nore data or to lengthen fields or to
permt nore notes to be derived fromthe Figure 2 show ng of
the individual day page. Vincent already teaches, for
exanpl e, the use of abbreviations and key synbols in deriving
each day box in the nonthly calendar in Figure 1 fromthe
i ndi vidual day display in Figure 2. Following these ideas in
our view is nore consistent with approaches users of cal endars
normal | y have undertaken generally, particularly those types
of calendars utilized by people for daily and nonthly
scheduling of events to permt an expanded note field.

We characterize in another manner the exam ner's approach

as being that, fromthe examner's view the artisan could have

nodi fied Vincent in |ight of Heckel's teachings to provide

expanded cal endaring of events. This “could have nodified”
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approach is not sufficient within 35 U S.C. § 103. However,

we

remai n unconvinced fromthe collective teachings and
suggesti ons of Heckel and Vincent as well as the exanm ner's
reasoni ng t hat

it would have been obvious within 35 U S.C. § 103 to have so

nodi fied Vincent's teachings and suggestions in |ight of
Heckel .

W do not agree with the exam ner's basic view that the

arti san woul d have reasonably, prospectively viewed the

conbi nation of teachings and suggestions of Vincent and Hecke
in such a manner as to render obvious the subject matter of
the clains stated in the initial rejection on appeal. 1In a
simlar manner, we remai n unconvinced of the obvi ousness of
conmbi ning the additional teachings of LisaList to these two
references to reject the clains identified by the exam ner in

the second rejection under 35 U. S.C. § 103.
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In view of the foregoing, we have reversed both
rejections under 35 U.S.C. § 103 of all clains on appeal.

REVERSED

JAMVES D. THOVAS )
Adm ni strative Patent Judge )
)
|
ERRCL A. KRASS ) BOARD OF
PATENT
Adm ni strative Patent Judge APPEALS AND
| NTERFERENCES

JOHN C. MARTI N
Adm ni strative Patent Judge
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Steven W Lundberg
P. O Box 2938
M nneapolis, MN 55402
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